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ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con 


sult the price list below. 


If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding 


BOUND VOLUMES 


Exchange for 


New monthly issues 
Brown Cloth, $5.00 $2.50 
Brown Buckram, 5.50 2.75 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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MisHawaKa WooLen MAaNvuFracturRING CoMPANy V. FEDERAL TRADE 


CoMMISSION 


United States Circuit Court of Appeals for the Seventh Circuit 


September 13, 1922 


In equity. Petition to review order of Federal Trade Com- 
mission. Petition dismissed. 


Henry E. Bodman, of Detroit, Mich., for petitioner. 
Edward L. Smith, of Washington, D. C., acting Chief Counsel, 
for the Federal Trade Commission. 


Before Baker, Evans, anno Pace, Circuit Judges. 


Per Curiam: 

‘This is a proceeding to revise an order of the Federal Trade 
Commission. In its order the Commission found that the peti- 
tioner’s methods of controlling prices in the retail trade were un- 
fair. 

Inasmuch as the record shows that the condemned practices 
were substantially identical with those involved in Federal Trade 
Commission v. Beech-Nut Packing Company, — U. S. —, [12 T. 
M. Rep. 39], we approve the finding of the Commission upon the 
authority of that decision. 

The petition is accordingly dismissed. 

Following are the material facts in the case, as found by the 
Federal Trade Commission: 


Findings As to the Facts 


Paragraph One: That respondent, Mishawaka Woolen Manu- 
facturing Company, was at all times hereinafter mentioned, and 


still is, a corporation organized and existing under the laws of the 


? (Nore.—Although no conclusions of law are here enunciated, it is be- 
lieved that the facts and findings of the Federal Trade Commission, to- 
gether with the Court’s decision, based on the Beech-Nut Packing Company 
case [12 T. M. Rep. 39] are of sufficient interest to our readers to warrant 
publication. Ed.) 
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State of Indiana, having its principal office and place of business 
at Mishawaka in said State. 

Paragraph Two: ‘That at all of said times respondent was en- 
gaged at Mishawaka aforesaid in manufacturing articles of woolen 
and rubber footwear and in selling and shipping such articles in 
commerce among the several states of the United States; that other 
persons and corporations were engaged in manufacturing similar 
products and in selling and shipping such products in interstate 
commerce in competition with respondent. 

Paragraph Three: ‘That at the time of the commencement of 
this proceeding and during a period of more than two years prior 
thereto, respondent’s marketing policy was to distribute its products 
through retailers, and not through wholesale dealers or jobbers. 
That during said period substantially all of its products were sold 
by it directly to retail dealers throughout the United States; that 
the value of said products exceeded $10,000,000 annually; and that 


the number of respondent’s said retail customers was approximately 


43,000, some of whom were themselves engaged in interstate com- 
merce. 

Paragraph Four: That during a period of more than two 
years prior to January 1, 1918, respondent pursued a practice of 
establishing minimum resale prices, hereinafter known as the resale 
prices, below which all of its retail distributor-customers were re- 
quired not to sell the products manufactured by respondent. That 
a schedule or list of said resale prices was issued annually or more 
frequently and furnished by respondent to each of its distributors; 
that said distributors had notice from respondent and generally 
understood that respondent’s practice was to sell only to those 
distributors maintaining the resale prices. That for the purpose of 
enforcing the maintenance of said minimum resale prices by its said 
distributors during the period aforesaid, respondent employed the 


following means, to-wit: 


(1) It procured a majority of its distributor-customers to sign agree- 
ments in writing in connection with orders submitted by them to 
respondent for goods, whereby said customers expressly promised 
not to retail respondent’s products either directly or indirectly at 
lower prices than the resale prices established by respondent. 
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The signing of said agreement was in many instances a condition 
precedent to respondent’s acceptance of an order for goods. And 
a large portion of respondent’s total output of goods was sold 
subject to such agreements. 

It solicited and obtained the cooperation of its customers in re- 
porting instances wherein its products were being advertised or 
sold below the resale prices thereof. Such reported instances 
were systematically investigated, and where the report was veri- 
fied, respondent’s regular practice was to request assurances in 
the form of an agreement in writing or otherwise against repeti- 
tion of the act complained of, and in the event that sufficient 
assurance was not furnished, respondent’s regular practice was 
to discontinue selling goods to the party in question. Action 
taken in any reported instance of price-cutting was usually com- 
municated by respondent to the informant who had reported such 
instance. In this manner informants cooperating with respondent 
succeeded in many cases in procuring the cutting off of their 
competitors’ supply of respondent’s products. 

It carried on at its principal office a routine correspondence, based 
on form letters, with respect to all cases coming to its attention 
wherein its goods had been sold below the resale price thereof, 
and in each case notified the customer complained of that unless 
he maintained the resale prices upon respondent’s goods, re- 
spondent would cease to supply him with goods; it maintained at 
said office a card index of all persons reported to have cut prices 
on its products, which indicated the principal facts in each case, 
the substance of all correspondence relating thereto, the final 
status of the case, and which served the purpose of a mechanical 
aid in respondent’s system of tabulating and for taking appro- 
priate action in such cases. 

It maintained at said office a Town Card Index of all customers 
and of numerous dealers not customers, of whom many were in- 
dicated to be “undesirable” customers. This “undesirability” in 
many cases arose from the fact that the dealer so designated had 
persisted in selling respondent’s goods below the resale prices 
thereof. 


That respondent’s said policy of price maintenance was gen- 


erally acquiesced in by its customers, and its resale prices were 
generally maintained. 
Paragraph Five: That at the time hereinbefore mentioned, 
retail dealers in respondent’s products carried on business at costs 
ranging from 15% to 30% of their gross sales; that the resale 
prices of respondent’s products were adjusted so as to yield said 
retail dealers a gross profit margin ranging from a minimum of 
24% to a maximum of 30%, depending upon the character of the 
goods, as shown by Exhibit 5C; and that these margins in compari- 


son with the aforesaid costs of 15% to 830% assured the said dealers 
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handling the products manufactured by respondent net profits rang- 
ing from zero to 15% of their gross sales, depending on the char- 
acter of the goods. That dealers generally, and especially the 
higher cost and less efficient dealers, prefer to handle the price- 
maintained products of respondent and were and are in sympathy 
with the respondent's policy and system of resale price mainten- 
ance, and materially aided and cooperated with respondent in the 
execution thereof. 

Paragraph Six: That at the times hereinbefore mentioned 
there were a number of competitors of respondent who did not adopt 
or pursue a policy of resale price maintenance. 

Paragraph Seven: That on the Ist day of January, 1918, 
and subsequent to the commencement of this proceeding, respondent 
modified its practice regarding the subject of price maintenance in 
certain respects, as follows: 

(1) It discontinued the use of written agreements with customers 
providing for the maintenance of resale prices, both in connection 
with orders for goods and otherwise, and instructed its salesmen 
to enter into no agreements with customers, oral or written, and 
to ask for no other assurance regarding price maintenance. 

It discontinued the practice of inviting or urging its customers 
to report instances wherein respondent’s goods were being ad- 
vertised or sold below the resale price thereof. 


(3) It discontinued the card index described above (Paragraph Four), 
but later, as testified to by its president, resumed its use. 


Paragraph Eight: ‘That since January 1, 1918, respondent 
has continued to notify customers selling its goods below the resale 


price thereof that if such action is persisted in respondent will 


furnish no further goods to such customers; that since said date, 


respondent has refused and still refuses to sell goods to practically 


all dealers failing to maintain the resale prices thereof. 

Paragraph Nine: That the aforesaid gross profit margins 
were and are so adjusted as to induce a large number of retailers to 
handle the products of the respondent; and these margins were 
and are greater than would be necessary to enable the relatively 
lower cost and more efficient retailers, as referred to in paragraph 
Five above, to resell and make a profit. 

Paragraph Ten: That respondent constantly urges that retail 
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distributors of its products shall take the full profit suggested by 
respondent, and publishes price lists showing the suggested resale 
prices and the gross profit margins to said retail distributors under 
such prices. 

Paragraph Eleven: ‘That the effect of the said price mainten- 


ance system enforced as aforesaid has been and is: 


(1) To secure for respondent, Mishawaka Woolen Manufacturing 
Company, on the sales of the products manufactured by it, the 
trade of retailers, and especially the relatively higher cost and 
more inefficient retailers as heretofore set out, by affording such 
dealers the assurance that said resale prices were and are uni- 
versally maintained, and to enlist their active support and co- 
operation in enlarging the sale of its price-maintained products 
to the prejudice of competing manufacturers who do not fix, re- 
quire or enforce the maintenance of resale prices upon their 
products. 

) To eliminate competition in prices among retailers handling the 
products manufactured by respondent, thus interfering with such 
retailers, and especially the relatively lower cost and more 
efficient establishments, in their sales of respondent’s products at 
prices which they may deem adequate and which are warranted 
by their costs and selling efficiency as heretofore set out, whereby 
such portions of the public as require the products of the re- 
spondent are compelled to pay enhanced prices therefor. 

(3) To tend to force manufacturers who do not fix, require or enforce 
the maintenance of resale prices and who compete with the re- 
spondent, also to inaugurate, maintain and enforce a system of 
of resale prices upon their products in order to offset the prefer- 
ence of retailers for the price maintained products of respondent, 
thus enabling such manufacturers as do not now maintain such 
resale prices to compete upon more equal terms with respondent 
and thereby tending to compel the public generally to pay en- 
hanced prices for the products of such competing manufacturers 
also. 


to 


( 


Paragraph Twelve: That the allegation contained in Part II 
of the complaint in this proceeding that the respondent has violated 


Section 2 of the Clayton Act is not sustained by the evidence. 


Conclusions 


That the methods of competition described in the foregoing 
Findings of Fact in Paragraphs Four, Five, Eight, Nine, and Ten 
constitute, under the circumstances set forth therein unfair methods 
of competition in interstate commerce, in violation of the provisions 
of Section 5 of an Act of Congress, approved September 26, 1914. 
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entitled, ““An Act to create a Federal Trade Commission, to define 


its powers and duties, and for other purposes”. 


Order 


Now, therefore, it is ordered, that the respondent, Mishawaka 
Woolen Manufacturing Company, its officers, directors, agents, 
servants and employees cease and desist from fixing or controlling, 
or attempting to fix or control, the prices at which or in accordance 


with which its products shall be resold, by: 


Q 


(1) Entering into contracts, agreements, or understandings 
with dealers requiring or providing for the maintenance of such 
prices ; 

(2) Cooperating with dealers in obtaining information for 
the purpose of enforcing the maintenance of such prices; 

(3 Refusing or threatening to refuse to sell to dealers be- 
cause of their failure to maintain such prices; 

(4) Employing any other means directly or indirectly to 
bring about or enforce the resale of its products at such prices. 


By the Commission. 


GoLpIN v. CLartion Puorop.ays, INc., ET AL. 
(195 N. Y. Supp. 455) 


New York Supreme Court, Appellate Division, First Department 


July 14, 1922 
Trape-NamMes AnD Unrarir Competirion—Consvurtnec Acr—UseE 

PLay—INJUNCTION. 

Where, after plaintiff had invented and made popular on the stage 
an act of magic or illusion under the name “Sawing a Woman in Half”, 
and identified it with his name in the minds of the public, the defend- 
ant, in simulating the said act and reproducing it with minor varia- 


tions in a photoplay, was guilty of unfair competition, and will be 
enjoined from further use thereof. 


As Screen 


In equity. Action for unfair competition. Appeal from an 
order denying plaintiff's motion for an injunction pendente lite. 





GOLDIN V. CLARION PHOTOPLAYS, INC., ET AL. 375 


Order reversed, and motion granted, on plaintiff giving an under- 
taking. 


Before Ciarxe, P. J., and Dow.ine, Smitu, Pace, and GREEN- 
BAUM, JJ. 


House, Grossman & Vorhaus, of New York City (Avel B. 
Silverman, of New York City, of counsel), for appellant. 

Harry G. Kosch, of New York City (Milton H. Reuben, of 
New York City, on the brief), for respondents. 


Downe, J. Plaintiff appeals from the denial of his motion 
for an injunction pendente lite restraining the defendants from ex- 
hibiting, distributing or otherwise dealing in and with a motion 
picture, or photoplay, entitled “Sawing a Woman in Half,” or 
“Sawing a Lady in Half,” or such part thereof as shows or pur- 
ports to show, the illusion or act of severing a human being into 
two parts, or which shows, or purports to show, the manner in 
which the said illusion is accomplished. The following facts satis- 
factorily appear from the affidavits submitted on the motion: 

Plaintiff for 25 years last past has been engaged in the 
theatrical profession in this country and elsewhere throughout the 
world, presenting to the public, in theaters and other places of 
amusement, new, novel, and extraordinary productions, more par- 
ticularly known upon the stage as illusions or magic. The success 
of these illusions depends upon the inability of the average audience 


to grasp by observation the method employed by the performer, 


and their value, therefore, depends upon the degree of mystery in 


which the performer is able to envelop the means which he uses to 
accomplish the end. 

Beginning in 1911, plaintiff was engaged in exhibiting an act 
which he had conceived some years before, known as “Vivi Section,” 
which consisted of an illusion by which various parts of the human 
body were apparently severed therefrom and subsequently joined 
together. This act plaintiff produced himself, or it was shown 
under license granted by him, in Great Britain, Egypt, China, 


Japan, and Java, among other countries. As the result of his ex- 





376 TWELVE TRADE-MARK REPORTER 


perience with this act, plaintiff conceived the idea that the illusion 
would be more effective, if an entire body were apparently separated 
into two parts, and, after devoting a great deal of time and thought 
to the subject, he finally, in the year 1919, perfected such an 
illusion and offered it for exhibition by himself, under the name 
“Sawing a Woman in Two,” or “Sawing a Lady in Half.” It was 
offered at that time to one Ringling, who was interested in circus 
shows, as well as in the production of stage illusions. 

In April, 1921, plaintiff entered into a contract with the lead- 
ing vaudeville theaters in the United States under the direction of 
the Keith interests, for the production of the said illusion upon the 
stage, and since that time he has publicly presented the same in the 


leading vaudeville theaters in this country, either in person or 
through other performers, to whom he delegated the right to use the 
apparatus or other properties necessary. The act was produced 


in first-class theaters, the remuneration received by plaintiff under 
his contracts amounted in some weeks to more than $2,000, and he 
had reason to believe that he could secure bookings for the act for 
an unlimited period of time, as it was in great demand, due to its 
drawing power and the apparent inability of audiences to grasp 
or explain the so-called mystery. The act has always been pro- 
duced by himself under the title “Sawing a Woman in Two,” or 
“Sawing a Lady in Half,’ which he himself devised and first used, 
and these titles have become identified with plaintiff's name to such 
an extent that theater managers and the public immediately connect 
the two. 

As one of the results of plaintiff's success, many imitations of 
his act have been attempted to be given by other persons, and he 
has been compelled to apply for injunctions against the imitators; 
he has obtained such injunctions in the District Court of the United 
States for the Southern District of Illinois, the District Court of 
the United States for the Western District of Pennsylvania, and 
the court of common pleas in Marion County, in the State of Ohio. 
Plaintiff has continuously asserted his sole right to the production 
of the illusion in question, and has advertised in the theatrical news- 
papers to that effect. 
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The defendants are engaged in the motion picture business; the 
Clarion Photoplays, Inc., being a manufacturer of such pictures, and 
the defendant Alexander Film Corporation being a producer thereof. 


The first-named defendant has produced a motion picture film ad- 
vertised by it under the title “Sawing a Lady in Half,” which, as 
has been shown, is the title used for years by plaintiff in advertising 
his illusion, and which has become connected and associated with his 
name in that regard. The second-named defendant has acquired 


from the other defendants positives and negatives of the film, by 


purchase or otherwise, with the right to exhibit the same in the 
State of New York and elsewhere, and with the further right to 
license and contract with exhibitors to exhibit such film. While the 
details of the illusion purporting to be exposed by the defendants 
vary in some particulars from the manner in which plaintiff pro- 
duces his illusion, the conclusion cannot be escaped that the purpose 
of the defendants in the making and exhibition of their picture is 
to unlawfully and unfairly take advantage of the success which has 
rewarded the plaintiff's initiative and to deprive him of the fruits 
of his ingenuity, expense, and labor. 

The main object of the film in question is to portray the sever- 
ing of a human being into two parts and the restoration thereof in- 
tact. Not merely have defendants imitated or copied the illusion of 
which plaintiff is the creator, but they have undertaken to give a 
title to their picture, which is precisely the same title under which 
the plaintiff has continuously produced his act. The defendants 
claim that plaintiff is not the creator of a new and unusual act, and 
did not devise the illusion in question; but the evidence sought to 
be adduced in behalf of that contention is not convincing, and by no 
means answers the plaintiff's claims. For example, defendants 
claim there is no novelty in the illusion, because in the British 
Museum there is an Egpytian papyrus which contains an account of 
a magical séance given by a certain Tchatchaemankh before King 
Khufu, B. C. 3766, and wherein it is stated of the magician: “He 
knoweth how to bind on a head which hath been cut off,” and in 
proof of this they refer to a publication called “Magic,” written by 
one Albert A. Hopkins, and published in New York City in 1897. 
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But upon examination of the said book it appears that the remaining 


part of the sentence in question is, “He knoweth how to make a lion 
follow him as if led by a rope, and he knoweth the number of stars 
in the house (constellation) of Thoth’’; but, while the author of the 
book suggests that the first of these alleged feats was accomplished 
by hypnotism, and adds, “The decapitation trick is thus no new 
thing,” he offers no explanation as to how it was accomplished. 
Defendants further refer to pages 48 and 49 of the same pub- 
lication wherein a trick is shown, known as “Decapitation” ; but this 
is accomplished by means of a dummy head, and bears no analogy 
to the plaintiff's illusion, nor is the other act described therein, 
apparently performed upon the body of a clown, in any way as 
complete a mystification, nor carried to as successful a conclusion, 
as the plaintiff’s act. Great stress is also laid upon the description 
by Robert Houdin, in his “Memoirs,” published in English in Phila- 
delphia, in 1859, of an illusion produced by one Torrini in Con- 
stantinople in the 18th century, known as the “Two Pages.” But, 
similarly, there can be found no resemblance between the methods 
employed to accomplish the result in the variations of this illusion 
which Houdin described and the means resorted to by the plaintiff. 
Defendants furthermore refer to the Indian basket trick, but 
that bears no resemblance to the plaintiff's illusion. For obvious 
reasons, the details wherein the various illusions differ in principle 
and method from plaintiff's creation will not be discussed herein. 
The defendants further contend that their moving picture is 
not intended to expose the method by which plaintiff performs his 
illusion, but that it is a repetition of a method used by one Coutts, 
who claims to be an owner of ar act which he has performed in 
vaudeville, known as “Sawing a Lady in Half’; but he has not 
shown that he has preceded the plaintiff in the creation of the act 
in question, or that it is anything save an imitation of plaintiff's act, 
with points of difference intended to save him, if possible, from the 
consequences of his simulation. While the defendants strenuously 
deny that plaintiff originated the act in question, it appears that 
Coutts’ modification or imitation of plaintiff's methods is an adap- 
tion of the method resorted to by one Selbit to produce the illusion 
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in question, and plaintiff has already obtained an injunction against 
Selbit to prevent his reproducing the act in question. 

Furthermore, plaintiff produces certain affidavits which seem 
quite convincing that plaintiff really originated the illusion in ques- 
tion. Harry Houdini, a producer of magical feats and illusions 
since 1882, and president of the Society of American Magicians and 
of the Magicians’ Club of London, states that, so far back as his 


memory and records go, he is positive that he never witnessed a pro- 


duction of the illusion “Sawing a Woman in Half” by any one other 


than the plaintiff. He also swears that the performance of plaintiff 
and those attempted to be made by defendants in the motion picture 
are not materially different, and that defendants’ production exactly 
reproduces the illusion of Selbit, who, as has been said, plaintiff has 
already enjoined in the Ohio state court. Houdini is the author of 
a book called “The Unmasking of Robert Houdin,” and he verifies 
the claim that the illusion of the ‘““Two Pages,” described by Houdin, 
is impractical for modern production, and could not now be pre- 
sented upon the stage, and is distinctly different from plaintiff's 
act. Something more is required than merely the development of 
the theory of an illusion; to be successful, he swears, it must be so 
carried out as to completely deceive the public and by means which 
it cannot grasp. 

Servais Le Roy, a professional magician for over 35 years, has 
been producing the illusion in question for many weeks under a 
license from the plaintiff, for which he pays him the sum of $250 
weekly, which he says, is the highest royalty ever paid to a creator 
of an illusion or magical performance; this being due to the great 
success it has achieved in the theatrical field. Naturally, he recog- 
nizes plaintiff's right of priority or he would not be paying this 
amount. He also swears that the production of this motion picture 
film will ruin plaintiff's performance and prevent the booking of 
further dates. 

Carl Rosinni, also a stage magician for more than 20 years, 
makes affidavit that the plaintiff was the first person to conceive this 
particular illusion and to produce it upon the stage, and that he was 


present in the machine shop of Howard Thurston, the well-known 
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magician, when plaintiff was constructing for Thurston the ap- 
paratus with which the latter was to produce the act under plain- 
tiff’s license. He swears to the identity of the act of plaintiff and 
that sought to be shown by defendant. 

Joe Dolan, a vaudeville performer for 20 years and an exhibitor 
of magical feats and illusions, swears that no other theatrical per- 


former or magician had produced this illusion, known as “Sawing a 


Woman in Half,’ prior to plaintiff's presentation thereof. He 
avers that the act shown by the defendants and claimed to have 
been performed by Coutts has been taken directly from that of 
Selbit, hereinbefore referred to. 

Adelaide Herman, the widow of Alexander Herman, makes 
affidavit that her husband never produced the act in question and 
during her connection with his performances, which lasted over 30 
vears, she never heard of such an act being performed. 

Harry Thurston, a stage magician, makes affidavit that the 
illusion, “Sawing a Woman in Half,’ is the sole invention of the 
plaintiff, who, at various times, in his presence, built, improved, 
and perfected his original idea of the illusion in Thurston’s work- 
shop, at Whitestone, Long Island. For the privilege of using the 
illusion, he allowed plaintiff to build the original outfit at his work- 
shop, and paid him about $2,000 in cash and labor to assist in com- 
pleting the original equipment. 

It is shown that, as the result of the motion picture in question 
attempting to expose or explain the manner in which plaintiff per- 
forms his illusion, it is deemed by the management of the Keith 
circuit, whereon plaintiff has exhibited the same for a long time, to 
have the effect of depreciating the value of plaintiff’s act to such 
an extent that, as they have advised plaintiff in writing, it would 
render plaintiff's act absolutely valueless, since the very mystery or 
trick of the act would be gone; and therefore, if the defendants’ 
picture is exhibited in the same towns where the said Keith circuit 
had booked plaintiff’s act, they notified him that it would be neces- 
sary for them to cancel his act therein. 

Upon the facts disclosed by the affidavits herein, plaintiff has 


satisfactorily established that he is the originator of the illusion in 
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question, which has achieved a great success under the title devised 
by him of “Sawing a Woman in Half,” or “Sawing a Lady in Half,” 


and that his creation of the illusion has been so universally recog- 


nized that the title thereof is in the public mind associated with his 
own name. The result of his ingenuity and skill has been to pro- 
duce for him very large financial returns, with a reasenable prospect 
of their continuance for a long time to come. 

The defendants have availed themselves of the very same title 
as that devised by plaintiff, and have made use as well of an imita- 
tion or modification of his act, which apparently produces the same 
result, and the effect of which on the public is to produce the same 
illusion as that which plaintiff produces. The affidavits lead irre- 
sistibly to the conclusion that the defendants have simply sought 
unfairly and unjustly to profit by plaintiff’s success, by adopting 
the name which he gave to his illusion, and by copying his methods 
in an unfair competition and unreasonable interference with plain- 
tiff’s rights, which the courts should and will prevent. 

The order appealed from will therefore be reversed, with $10 
costs and disbursements to appellant, and the motion granted, with 
$10 costs, upon plaintiff giving an undertaking, the amount of 
which will be provided for by the order. Settle order on notice, 
and both parties may present a memorandum therewith, giving their 
views as to what the amount of such undertaking should be. All 


concur. 


B. Forman Co. v. Forman Mere. Co., Inc. 
(195 N. Y. S. 597) 


New York Supreme Court, Special Term, Monroe County 


July 7, 1922 


Trape-Marxks anp Trape-Names—Unrair Competirion—Use or SIMILar 

Name IN CompetinGe Business INJUNCTION. 

Where plaintiff, engaged in retail trade in fur and fur-trimmed 
articles, had spent much money in advertising under the name B. For- 
man Co., and defendant was about to engage in the same line of trade 
near plaintiff, and used a sign similar to that of plaintiff, such as to 
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mislead customers, using a trade-name, Forman Mfg. Co., Inc., al- 
though the name used by defendant was that of its principal stock- 
holder and the name under which it was incorporated, the use of the 
name was properly enjoined. 

Trape-Names AND Unrarr Competirion—Use or Simitark NAME IN Com- 

PETING Bustness—Nor ENJOINABLE IN ABSENCE OF DEcEIT. 

One may use his own name in business, even though such use is to 
the detriment of a business previously established, provided it is used 
honestly, and without any artifice or deception calculated to betray 
the confidence of customers that they are dealing with the better 
known competitor. 


In equity. On an order to show cause why a temporary in- 


junction in favor of plaintiff should not be continued during 


pendency of an action. Motion granted, and injunction continued. 


Eugene M. Strouss, of Rochester, N. Y., for plaintiff. 
Erwin R. Shutt, of Rochester, N. Y., for defendant. 


StepHens, J. In the order requiring the defendant to show 
cause at Special Term, the defendant was restrained until the hear- 
ing and determination of the motion from using any sign, or adver- 
tising by sign or otherwise, that it is about to engage in business on 
Clinton Avenue South, in the city of Rochester, N. Y., in the im- 
mediate vicinity of plaintiff's store, and from opening a business 
under any name, of which the name “Forman” is a part, at that 


location. The application is to continue the injunction until the 
issues are tried on the merits. 

The plaintiff was incorporated in the year 1912, and since that 
time has been engaged in the business of selling, at retail, women’s 
apparel, including furs and fur-trimmed articles, at 46 Clinton 
Avenue South, in the city of Rochester, N. Y. It occupies a three- 
story building, having a frontage that combines street numbers 46 
to 50, inclusive. The location is at the center of the business dis- 
trict. It has advertised extensively during the years, not only in 


the local newspapers, but also by circularizing. In its advertising 


it has featured the word “Forman’s,” and has used such display 
phrases as “Forman Fur Shop,’ “The Forman August Sale of 
Furs,” “The First Forman Sale of Furs,” and “Announcing a New 


Forman Shop.” In all of its advertising the name “B. Forman 
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Co.” appears. It has become, therefore, a well-established and 
widely known business, and has created a valuable good-will. 

The defendant, on or about May 22, 1922, caused to be placed 
upon the front of the building, No. 64 Clinton Avenue South, ap- 
proximately 75 feet distant from the plaintiff’s location and upon 
the same side of the street, a canvas sign, extending across the 
front of the store, consisting of four lines: 

“Wait and save 50%” 
“After alterations are completed” 


“Forman Mfg. Co. Inc., Furs” 
“Will be located here on or about July Ist.” 


In the third above indicated line the words “Forman,” “Co.,” 


and ‘‘Furs’’ are in large letters, while “Mfg.” and “Inc.” are quite 


inconspicuous. It is the use of this sign and the establishing of a 
business under such name, or any other in which the name “Forman’”’ 
is a part, that the plaintiff seeks to enjoin. 

The defendant is a corporation, organized under the laws of 
the state of New York. It is not correctly named in the title to the 
action. The certificate of incorporation was filed in the office of 
the Secretary of State April 20, 1922, and its corporate name is 
“Forman Mfg. Co., Inc.”” Its corporate purpose, among other 
things, briefly summarized, is stated to be making and dealing in 
furs, skins, and fur garments of all kinds, wearing apparel of every 
kind and description, both at wholesale and retail; to open stores 
for the sale at retail and wholesale of furs, skins, fur garments, and 
other wearing apparel. The principal office is located in the city 
of New York, and the post office addresses of its directors are in that 
city. One of the incorporators, who is also named as a director, is 
Bernard Forman. The said Forman is the president and treasurer 
and principal stockholder of the defendant corporation. 

The defendant claims the unrestricted right to use its corporate 
name in its business. Plaintiff contests this alleged right on the 
ground of the confusion that will result on the part of the purchas- 
ing public by reason of the use of a name so nearly like its own. 
It submits evidence that a belief that the new store is to be a branch 


of its own has already arisen, in that several inquiries have been 
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made with reference to the new venture, on the supposition that it 
is to be a part of the plaintiff's business. Not only upon this 


ground is the plaintiff seeking protection against its intrusive neigh- 


bor, but it alleges facts tending to support its claim that the defend- 
ant is inspired by the definite conscious purpose to profit wrongfully 
by locating in such close proximity to its place of business. 

The principles of law governing our inquiry have been 
authoritatively settled and may be succinctly stated: One 
may use his own name in his business, even though such use 
is to the detriment of a business previously established. This 
rule, however, cannot be invoked to shield to the same extent 
the use of a corporate name of which an individual name is a 
part. In either case the use must be an honest use, without any 
artifice or deception intended or calculated to betray the con- 
fidence of customers that they are dealing with the better known 
and more fully trusted competitor. Meneely et al., v. Meneely 
et al., 62 N. Y. 427, 20 Am. Rep. 489; Chas. S. Higgins Co. v. 
Higgins Soap Co., 144 N. Y. 462, 89 N. E. 490, 27 L. R. A. 42, 
43 Am. St. Rep. 769; World’s Dispensary Medical Ass’n v. Pierce, 
203 N. Y. 419, 96 N. E. 788 [2 T. M. Rep. 23]; De Long et al. v. 
De Long Hook & Eye Co., 89 Hun. 399, 35 N. Y. Supp. 509; 
Stephen Merritt Burial & Cremation Co. v. Stephen Merritt Co., 
155 App. Div. 565, 140 N. Y. Supp. 895, modified 214 N. Y. 676, 
108 N. E. 1108; Schinasi v. Schinasi, 169 App. Div. 887, 155 N. Y. 
Supp. 867 [5 T. M. Rep. 492]; Romeike, Inc. v. Romeike & Co., 
Inc., 179 App. Div. 712, 167 N. Y. Supp. 235, affirmed 227 N. Y. 
561, 124 N. E. 898 [7 T. M. Rep. 618]; Lucille, Limited, New 
York & Paris v. Lucille Schrier, 191 App. Div. 567, 181 N. Y. 
Supp. 694 [10 T. M. Rep. 274]. 

In Chas. S. Higgins Co. v. Higgins Soap Co., above cited, the 
court laid down the rule and afterward restated it in Corning Glass 
Works v. Corning Cut Glass Co., 197 N. Y. 178, 90 N. E. 449, 
that— 


“Whether the court will interfere in a particular case must depend 
upon circumstances: The identity or similarity of the names; the identity 
of the business of the respective corporation; how far the name is a true 
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description of the kind and quality of the articles manufactured or the 
business carried on; the extent of the confusion which may be created or 
apprehended, and other circumstances which might justly influence the 
judgment of the Judge in granting or withholding the remedy.” 


By the application of this rule the plaintiff in the former case 
was held to be entitled to injunctive relief while it was denied to the 
plaintiff in the latter. 

In the circumstances under scrutiny we have a close similarity 
of names, though neither is descriptive of the kind of business 
carried on. The defendant appeals to the same class of customers 


which the plaintiff seeks to reach, and thus the factor of the identity 


of business is supplied; and it is quite evident that there is just 


ground to apprehend the resultant of a large measure of confusion 
to the purchasing public. 

The circumstances, other than those mentioned, which might 
justly influence the judgment in granting or withholding a remedy, 
remain to be considered. The word “Forman,” in defendant’s 
title, is presumably derived from one of its incorporators, Bernard 
Forman. If this given individual name be abbreviated to the initial 
“B”, the names of the president and treasurer of each corporation 
becomes identical. The given name of this officer of the plaintiff is 
“Benjamin.” 

Mr. Forman, of the defendant, in his first affidavit presented 
on this motion, describes himself as “S. Ben Forman,” and in the 
later ones as “Samuel B. Forman. There is a minimum of differ- 
entiation, too, in the corporate names. The long distinctive word 
“Manufacturing,” in defendant’s name, is shortened to “Mfg.”’; the 
word “Company” to “Co.” In the sign displayed by the defendant, 
the already diminutive “Mfg.” lurks between the dominant words 
“Forman” and “Co.” 

In one of his affidavits Mr. Forman, of the defendant company, 
states that some months ago he “started to engage in operating a 
chain of fur stores throughout the state of New York,” and he then 
details some efforts to find places to open stores in Albany and 
Syracuse. The fact is, however, that the location in Rochester is 
the first that has been accomplished. 
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In addition to these indicia of an unworthy design on the part 
of the defendant’s chief officer, the plaintiff argues that his unfavor- 
able business career in connection with other corporations that he 
has formed gives color to the presence of such a design. The de- 
fendant objects to the affidavits used by the plaintiff to support the 


argument. These affidavits are, however, negligible, in view of the 


supplemental affidavit of Samuel B. Forman, which more fully de- 


scribes his commercial activities than his original statement. 

The said Mr. Forman seeks to fortify his claim of acting in 
good faith and with the best of intentions by letters and affidavits 
from members of business houses in the city of New York with 
whom he has dealt, certifying to his responsibility and business in- 
tegrity. These credentials are of a high order; but the plaintiff 
counters, with an affidavit made by the plaintiff's vice-president, 
presenting commercial reports relating to many of these sponsors 
that tends in a degree to depreciate the value of the character testi- 
mony. 

Reference has been made above to a distinction in one’s right 
to use his name in his individual business and to use it in a corporate 
name. This distinction has been both recognized and declared not 
to exist. Schinasi v. Schinasi, 69 App. Div. 887, 155 N. Y. Supp. 
867 [5 T. M. Rep. 492]; Howe Scale Co. of 1886 v. Wyckoff, Sea- 
mans & Benedict, 198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 972. 
But all agree, I think, that similarity in corporate names is to be 
considered in its bearing upon the honesty of the purpose of their 
use. To guard against confusion in this respect, Section 6 of the 
General Corporation Law forbids the filing of a certificate of in- 
corporation of a proposed corporation having a name so nearly re- 
sembling an existing one as to be calculated to deceive. 

If each act characterizing the defendant’s conduct be detached 
from all the others, it might not be condemned. Its corporate name 
may be lawfully chosen. It, of course, can deal in fur garments; 
its principal officer may assume a name identical with the plaintiff's 
responsible head; it may or may not command general confidence in 
its financial resources; it may put up a sign of the kind it put up; 


its promoter may have met with repeated business reverses—and 
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yet its right to operate would not be restricted, except as it has 
elected to launch its avowed enterprise shoulder to shoulder with 
the plaintiff's establishment. Ball v. Broadway Bazaar, 194 N. Y. 


429, 435, 87 N. E. 674. This culminating act, in connection with 


the others, is consonant neither with business ethics nor with equit- 


able principles of which courts take cognizance. Even if intentional 
bad faith do not furnish the motive for the defendant’s behavior, we 
find the equivalent of it measured by injurious consequences to the 
plaintiff, in a unusual series of coincidences. 

The motion is granted, and the injunction continued. The 
preliminary restraining order contains phrases appropriate only to 
a natural person. These should be eliminiated from the order to be 
entered hereon. Upon the settlement of the order, to be had on two 
days’ notice, the defendant may apply for increased security to be 
given by plaintiff. 


Ordered accordingly. 


SuMMERFIELD Co. or Boston v. Prime Furniture Co. 
(136 N. W. Rep. 396) 


Supreme Judicial Court of Massachusetts, Suffolk 
July 1, 1922 


Unratr Competirion—Apreat—Report or Master—Marrer or Prorirs AND 

Damaces Not Orpen Arrer ACCEPTANCE OF REpoRT. 

In an action for unfair competition, no question can be raised as 
to profits or damages after the master declined to consider same, and 
no exception was taken from his findings. 

Same—Same—Same—Orat Morion—Reneartnc On Damaces—AFFirMep. 

Where motion to commit the master’s report for rehearing on the 
question of damages was oral and no exceptions to the report were 
filed, the decree denying the motion was not in error, as the facts 
found by the master did not require the inference of loss of profits. 

Unram Competirion—Coryinc Features or Competiror’s EsraBLisHMENT 

AND Business MetHops—INJUNCTION. 

Where defendant, long after plaintiff had started in the install- 
ment furniture business, established a competing business in a store 
immediately adjoining, which it fitted up so as to closely resemble 
plaintiff's in its show windows, arrangement, aid general appearance, 
and furthermore imitated plaintiff’s stationery, account books, business 
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forms and trade slogan, it was guilty of unfair competition, and will 
be enjoined from a continuance of such practices. 


In equity. Appeal from Supreme Judicial Court, Suffolk 
County. From an order denying plaintiff's motion to recommit the 
master’s report for hearing on the question of damages, plaintiff 
appeals, and from the final decree granting an injunction, but no 
damages, both parties appeal. Affirmed. 

The master found that defendant, in opening its place of busi- 
ness, altered the front of the building by putting in new plate glass 
show windows, with panels, columns and furniture by rooms gen- 
erally similar to the arrangement of plaintiff's windows; that though 
there were minor differences the effect was substantially that made 
by plaintiff's show windows; that defendant placed a sign over its 
windows and in the valances over the door and show windows which, 
though conspicuous from the opposite side of the street, were not 
noticeable by passers-by on the same side of the street; that there 
was no indication readily noticed by passers-by of its tenancy of 
the store; that the doorways of both parties were recessed, to pro- 
vide plate glass show windows on each side and the columns sup- 
porting the front wall of plaintiff's building had been incased in 
mirrors, and the same plan adopted by defendant; that plaintiff had 
adopted the motto “The House of Dignified Credit,’ and defend- 
ant the motto “The House of Dependable Credit”; that to intend- 
ing customers of plaintiff there was nothing to indicate that defend- 
ant’s windows were not part of plaintiff's store; that defendant 
adopted verbatim the form and printed matter of plaintiff’s bill of 
sale, with only the difference of the name and street number and 
used a small book for installment payments, the pages of which were 
similarly ruled; that on occasions customers, believing they were in 
plaintiff's store, had not been undeceived, and on other occasions 
the salesmen had been evasive or stated that it was plaintiff’s store; 
that these practices were known to the manager of the store, and a 
number of them had been called to the attention of defendant's 
president. Plaintiff was not prepared to show that his business 
had fallen off in volume or amount by reason of the acts complained 


of, but claimed that but for such acts his business would have been 
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larger. The master declined to enter into this inquiry, without 
further order of court. Plaintiff made an oral motion to recommit 
the report for hearing on the question of damages, which the court 
denied. 

The final decree enjoined the defendant (1) from maintaining 
its premises in such manner as to give them the appearance of being 
those of the plaintiff; (2) from maintaining an appearance to its 
premises likely to induce customers to enter in the belief that they 
were entering plaintiff's premises; (4) from conduct, active or 
passive, calculated to justify the public in the belief that they were 
dealing with plaintiff, from using stationery so similar to plaintiff's 
as to be capable of use in a deceptive manner, from dressing the 
windows in a manner or style in which for the time being plaintiff 
was dressing its windows, or with reference to merchandise spe- 
cially advertised for the time being by plaintiff in such manner as 
would likely cause persons to believe the windows were in plain- 
tiff’s store, from any form of misrepresentation indicating directly 
or by inference that the parties were associated or connected, or that 


plaintiff's employees were, or had been connected with or employed 


by defendant, and from giving to prospective purchasers in any 


other way the impression that defendant’s place of business was that 
of plaintiff; (5) from using the phrase “The House of Dependable 
Credit.” It also ordered (6) that defendant place and maintain on 
its premises in conspicuous places signs readily legible by and 
visible to persons approaching its store on the adjacent sidewalks 
clearly indicating the ownership of the establishment, and (7) that 
defendant disclose the actual ownership and management of the 
establishment to all persons on its premises dealing with it under 
the apparent belief that they were on plaintiff's premises, or deal- 


ing with plaintiff. 


Lee M. Friedman, Paul D. Turner, and Friedman & Atherton, 
all of Boston, Mass., for plaintiff. 

Elisha Greenhood and Albert A. Ginzberg, both of Boston, 
Mass., for defendant. 


Rue, C. J. This suit in equity was brought to restrain the 
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defendant from unfair trade competition with the plaintiff. The 
case was referred to a master. The rule required him “to hear the 
parties and their evidence, to find the facts, and report the same 
to the court. 

Certain objections to the master’s report are printed in the 
record, but no exceptions were filed as required by equity rules 31 
and 82. Such objections are not before us. Therefore, on the 


appeals of both parties, there is nothing before us except the plead- 


ings, the master’s report, the interlocutory decree and the final 
decree. Smedley v. Johnson, 196 Mass. 316, 317, 82 N. E. 21; 
Capen v. Capen, 234 Mass. 355, 362, 125 N. E. 692. 

No question rightly can be raised at this time concerning 
profits or damages. The master declined to go into the question of 
profits. No exception was taken. The correctness of that action 
is not before us. The master made no findings concerning dam- 
ages. No reason for this is stated. The bill contains no prayer 
for damages, but only for profits. Here again no exception was 
saved. The distinction between recovery of profits and recovery 
of damages is well settled. Forster Manuf. Co. v. Cutter-Tower 
Co., 215 Mass. 186, 101 N. E. 1088. 

The interlocutory decree denying the plaintiff’s oral motion 
made in open court to recommit the report for hearing before the 
master on the question of damages discloses no error of law. The 
motion was not in writing and hence we have no means of ascertain- 
ing its alleged grounds. It could not have been founded on excep- 
tions because none were filled. There is nothing in the record to 
indicate what occurred before the single justice at the hearing on 
this motion. As was said in Regis v. H. A. Jaynes & Co., 191 
Mass. 245, at page 247, 77 N. E. 774, at page 775: 

“If it appears that the amount of damage to the plaintiff or of profits 
realized by the defendant is only insignificant, or that no actual damage 
has been sustained, the court may confine its relief to an injunction.” 

See Giragosian v. Chutjian, 194 Mass. 504, 80 N. E. 647, 120 
Am. St. Rep. 570. 

For aught that appears, the single justice in hearing the motion 
to recommit may have gone into evidence as to the facts and found 
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that there was no warrant for assessment of damages or profits. 


Baush Machine Tool Co. v. Hill, 231 Mass. 30, 41, 120 N. E. 188; 


W. B. Mfg. Co. v. Rubenstein, 286 Mass. 215, 220, 128 N. E. 21, 
11 A. L. R. 1283. The oral motion was addressed wholly to the 
discretion of the single justice. Such a motion ordinarily is not 
granted in the absence of some special reason. Smith v. Lloyd, 224 
Mass. 178, 175, 112 N. E. 615; Cunningham v. Worcester Five 
Cents Savings Bank, 223 Mass. 861, 111 N. E. 898. The facts 
found by the master do not require the inference of damages or loss 
of profits. 

There was no error in the final decree. Summarily stated the 
master’s report shows that the plaintiff, having been established at 
a store on Washington Street in Boston in the retail furniture trade 
for a considerable time largely on the installment plan, and having 
been an extensive advertiser, and having become well known to the 
public by these and other means, and defendant engaged in the 
same business, became tenant of an adjoining store past which 
many customers would naturally go to reach the plaintiff's store. 
The defendant, having as its general manager, and as some of its 
salesmen, those formerly employed by the plaintiff, entered upon a 
course of conduct designed to make its store appear to be the store 
of the plaintiff. Among other means adopted to that end were the 
alteration of the front of its store, the dressing and the adornment 
of its show windows, the display and arrangement of its goods for 
sale, the adoption of stationery, forms of conditional sale, leases 
and receipts, and the use of a similar business motto. These were 
all in imitation of the plaintiff's store and business. The signs of 
the defendant were so arranged as not to be observed by those 
walking on the adjacent sidewalk. This conduct was calculated to 
make passers-by and prospective customers think that the defend- 
ant’s store was the store of the plaintiff. Other active and passive 
misrepresentations were employed to the same end in treatment of 
customers entering the defendant’s store under the impression that 
it was the store of the plaintiff. 

The case thus made out by the plaintiff differs in form from 


most instances of unfair trade competition hitherto presented. No 
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trade-mark here is involved. The nearest approach to piracy of a 


trade-mark is the use of a mercantile motto similar in sound, form 
and meaning to that used by the plaintiff and likely to be mistaken 
for it. The underlying principle, which is the foundation of equi- 


table relief in this class of cases, is that one trader shall not com- 
pete with another for public patronage by adopting intentionally 
means adapted to deceive the public into thinking that it is trading 
with the latter when in fact dealing with the former, and thus palm- 
ing off his goods as those of another. The relief is based on the ex- 
istence of an acquired reputation and good will in connection with 
business recognized as a property right which will be protected 
against unfair methods of competition by rivals. The defendant has 
equal right with the plaintiff to solicit the patronage of the public. 
But it has no right intentionally to mislead the public to the harm 
of the plaintiff even in competition. Equity will use practicable 
precautions to prevent the defendant from deceitfully diverting the 
plaintiff's custom while at the same time permitting the defendant 
to carry on its lawful business by any appropriate competitive 
methods. The principle finds frequent expression in cases of the 
wrongful use of trade-marks or other devices or designations which 
have become so connected with particular goods as to indicate the 
source of manufacture or trade to the general public. American 
Waltham Watch Co. v. United States Watch Co., 1738 Mass. 85, 5é 
N. E. 141, 43 L. R. A. 826, 73 Am. St. Rep. 263; Flagg Manuf. Co. 
v. Holway, 178 Mass. 83, 59 N. E. 667; Regis v. H. A. Jaynes & 
Co., 191 Mass. 245, 77 N. E. 774; W. B. Mfg. Co. v. Rubenstein, 
236 Mass. 215, 128 N. E. 21, 11 A. L. R. 1283; Reading Stove 
Works v. S. M. Howes Co., 201 Mass. 487, 87 N. E. 751, 21 L. 
R. A. (N. S.) 979; Marsh v. Billings, 7 Cush. 322, 54 Am. Dee. 
723. The principle is not confined to any one set of facts. It is 
applicable wherever deceit is practiced to the harm of a rival for 
the attraction of patronage. A person has a legal right to be pro- 
tected in the good will of his business against such an attack. 
Hildreth v. McDonald Co., 164 Mass. 16, 41 N. E. 56, 49 Am. St. 
Rep. 440; New England Awl §& Needle Co. v. Marlborough Awl & 
Needle Co.; 168 Mass. 154, 46 N. E. 386, 60 Am. St. Rep. 377; 
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Grocers’ Supply Co. v. Dupuis, 219 Mass. 576, 107 N. E. 389; 
Grocers’ Supply Co. v. I. Renaud Co., 234 Mass. 180, 125 N. E. 
144 [5 T. M. Rep. 41]; Hanover Milling Co. v. Metcalf, 240 U. S. 
1403, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149]; Wein- 
stock, Lubin & Co. v. Marks, 109 Cal. 529, 42 Pac. 142, 80 L. R. A. 
182, 50 Am. St. Rep. 57; Kimball v. Hall, 87 Conn. 563, 89 Atl. 
166, L. R. A. 1916E, 632 [4 T. M. Rep. 56]; Yellow Cab Co., Inc. 
v. Becker, 145 Minn. 152, 176 N. W. 345 [10 T. M. Rep. 187]; 
W. & G. Du Gros v. Gold, 29 Times Law Rep. 168; O. & W. Thum 
Co. v. Dickinson, 245 Fed. 609, 158 C. C. A. 87 [7 T. M. Rep. 
169]; United Cigar Stores Co. of America v. United Confectioners, 
Y. J. Eq. 56, 111 Atl. 603, affirmed 92 N. J. Eq. 449, 118 Atl. 
6,17 A. L. R. 779 [10 T. M. Rep. 470]. 
The facts set forth in the master’s report bring the defendant 
within the scope of this principle. 


92 I 
99 


The final decree is adapted in a commercially reasonable sense 
to protect the plaintiff in its rights and to restrain the defendant 
from unwarranted acts. The first two paragraphs do not relate to 
architectural design of the building. They simply mean that, as to 
those matters of decoration and adornment commonly within the 
control of a tenant, its premises are not to be so maintained as to 
deceive the public into thinking them to be occupied by the plaintiff. 
The other paragraphs, whether mandatory or restrictive in nature, 
are each adapted to a particular act done by the defendant as shown 
by the master’s report in furtherance of its general purpose. There 
is nothing in the third paragraph which requires the defendant to 
maintain a sign over the sidewalk or to do anything in any par- 
ticular in violation of an ordinance or law. 


Decree affirmed without costs to either side. 
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SALLINGER Vv. Conrap & Co., INc. 
(136 N. E. Rep. 79) 


Supreme Judicial Court of Massachusetts 
July 1, 1922 


Unrair Competirion—A.iecep Breacu or Contractr—Use or NAMES OF 

Customers— PLEADING. 

Where, in a suit to enjoin the use of names formerly used by the 
plaintiff in his business, no contract was evident whereby the defend- 
ant agreed specifically not to use such list, the plaintiff can bring no 
such intendment to his aid in the pleading. 

Unramr Competirion—Aprreat—Use or Prarntirr’s Trapve Lists—Derenp- 

ANT Not Guittry or Breacu or Trusr—DiIsmissat. 

Where defendant delivered goods on sales made by plaintiff, it can 
not be restrained by the latter, after they had severed relations, from 
using in its business the names of plaintiff’s former customers, as there 
was no fiduciary relation between plaintiff and defendant. 


In equity. Action for unfair competition. From a decree dis- 


missing the bill, plaintiff appeals. Affirmed. 


A. K. Cohen and Maz E. Bernkopf, both of Boston, Mass., for 
appellant. 


Dunbar, Nutter & McClennen, of Boston, Mass., (Jacob J. 
Kaplan and Marjorie Hurd, both of Boston, Mass., of 


counsel), for appellee. 


Ruee, C. J. The plaintiff seeks by this suit in equity to re- 
strain the defendant from using in any way the names and addresses 
of his customers in its possession by reason of his business relations 
with it, and from interferng with the good will of his business by 


soliciting or inducing his customers to withdraw their patronage 


from him. The essential allegations of the bill are that the plain- 


tiff is and has been for some years engaged in selling goods on 
credit by means of contracting with the defendant, amongst other 
retail houses, to honor written orders issued by him requesting the 
delivery of specified goods to the person named in the order, the 
sale price of goods so delivered being charged to the plaintiff, who 
collected by installments from the person presenting the order and 


receiving the goods the sale price and ten per cent. in addition. 
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The methods employed by the plaintiff to secure the customer, de- 
termine his responsibility and issue the order are set forth in de- 


tail. It is necessary in many instances to give to the defendant the 


name and address of the person to whom the order is given in order 
to make delivery, and that thus the defendant became possessed of 


this information concerning thousands of customers of the plaintiff. 


The plaintiff and the defendant terminated their relations on March 
15, 1919, whereupon the defendant, having in violation of its con- 
tract compiled a list of his customers sent by the plaintiff to the 
defendant, for the purpose of interfering with the good will of the 
plaintiff’s business and of drawing to itself the trade of these cus- 
tomers of the plaintiff, solicited their patronage and offered special 
inducements to that end. 

No contract is set out whereby the defendant agreed spe- 
cifically not to make and use this list of customers. No intendment 
in this respect can be made in aid of the pleader. Old Dominion 
Co. v. Commonwealth, 237 Mass. 269, 274, 129 N. E. 613. It 
must be presumed that this averment means no more than that a 
contract of that nature is inferable from the other allegations. It is 
nothing more than a conclusion of law which is not admitted by the 
demurrer. 

The relation between the plaintiff and defendant, as disclosed 
by the bill, was not fiduciary in any respect. It was not that of 
principal and agent. It was not that of employer and employee. 
It was purely the situation of a buyer and seller of merchandise, 
the latter making delivery of goods directly to the nominee of the 
former, instead of to the former in person. They dealt with each 
other at arm’s length. They owed each other no duty except that 
required in ordinary commercial transactions. Neither party had 
any control over the other as to any of the terms of the several 
contracts of sale. Each bargain between the plaintiff and defend- 
ant was struck on its own merits, each party acting independently 
for his own interests. The information gained by the defendant 
was that which arises out of simple transactions of purchase and 
sale. There was no element of peculiar trust and confidence con- 


nected with it. There is nothing more than exists every time a 





396 TWELVE TRADE-MARK REPORTER 


manufacturer changes his commission merchants or does his own 
selling and uses in the new relation information theretofore lawfully 


acquired as to those who had been buying his product. No trade 


secret is involved. No principle of unfair competition is presented. 


To adopt the contention of the plaintiff would stimulate the estab- 
lishment of monopoly and interfere with fundamental conceptions 
of ordinary business competition. American Circular Loom Co. v. 
Wilson, 198 Mass. 182, 84 N. E. 133, 126 Am. St. Rep. 409; Chad- 
wick v. Covell, 151 Mass. 190, 28 N. E. 1068, 6 L. R. A. 889, 11 
Am. St. Rep. 442; Martell v. White, 185 Mass. 255, 261, 69 N. E. 
1085, 64 L. R. A. 260, 102 Am. St. Rep. 341; Mogul Steamship Co. 
v. McGregor, 23 Q. B. D. 598; Maynard v. Weeks, 181 Mass. 368, 
64 N. E. 78; American Stay Co. v. Delaney, 211 Mass. 229, 97 
N. E. 911, Ann. Cas. 1913B, 509. See Benj. T. Crump Co., Inc., 
v. J. L. Lindsay, Inc., 180 Va. 144, 107 S. E. 679, and cases col- 
lected in 17 A. L. R. 760-770. The case at bar is distinguishable 
from Essex Trust Co. v. Enwright, 214 Mass. 507, 102 N. E. 441, 
17 L. R. A. (N. S.) 567, Aronson v. Orloy, 228 Mass. 1, 116 N. E. 
951, International News Service v. Associated Press, 248 U. S. 
215, 39 Sup. Ct. 68, 68 L. Ed. 211, 2 A. L. R. 293, and like de- 
cisions, where principles are established quite inapplicable to such 
facts as are here disclosed. 


Decree dismissing bill affirmed, with costs of appeal. 





American Auto Lamp Co., Inc., v. D. & L. Mra. Co., Inc. 
New York Supreme Court, New York County 
August 29, 1922 


Schechter & Lotsch, of New York City (John L. Lotsch and 
Mortimer Lanzit, of counsel), for plaintiff. 

David E. Singer, of New York City (George E. Joseph, of 
counsel), for defendant. 





EAGLE PENCIL CO. V. BAEHR 397 


In equity. Action to restrain unfair competition and for in- 
fringement of trade-mark. Injunction granted. 


(Material Facts: The defendant was employed by the plaintiff to 
manufacture tools and dies for making an unique style of automobile lamp, 
known to the automobile trade as the “Yankee” lamp. This lamp con- 
tained a mark or symbol of the plaintiff's, consisting of three diamond- 
shaped openings above and three diamond-shaped openings below the word 
“Stop”. The defendant, in violation of its agreement, made a duplicate set 
of said dies and put on the market a lamp imitating the appearance and 
style of plaintiff’s lamp, and also appropriating the said mark of the six 
diamond-shaped openings above mentioned.—Ed.) 


Invinc Lenman, Judge: Granted, that upon the plaintiff giv- 
ing an undertaking to be approved by the court in the sum of 
$2,000, the defendant will be enjoined from manufacturing or sell- 
ing a lamp in imitation of the appearance of plaintiff’s stop lamp, 
and especially from using three green diamonds above and below 
the word “stop,” and from using the exact form of the letters O and 
P, used on plaintiff's lamp. The affidavits leave no room for doubt 
but that the defendant by imitation of the plaintiff's lamp is trying 
to divert the business. 


EaGite Pencit Co. v. Barenr. 
(195 N. Y. S. 59) 


New York State Supreme Court, Special Term, New York County 


April, 1922 


TrapeE-Marks AND ‘Trape-NamMes—Unrair Competirion—INJUNCTION 
DENIED. 

Where plaintiff for many years manufactured and sold a compass 
and divider, protected by letters patent which have now expired, and 
defendant is importing and selling a compass and divider with all the 
essential features of plaintiff's device, the appearance being notably 
similar, so that a purchaser might not notice minor differences between 
them, but plaintiff's article has been sold in containers, showing the 
manufacturer, whose name is impressed on the article, and defendant’s 
article was sold without container or name of manufacturer, held that, 
there being nothing in the moving papers to suggest that plaintiff's 
article had been sold anywhere because of its source, as distinct from 
its utility or neat appearance, which alone would justify a refusal of 
an injunction, but futhermore there being nothing in the use of the non- 








= 
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essential or ornamental features of defendant’s articles to suggest it 
was manufactured by plaintiff, a motion for injunction must be denied. 


In equity. Action for unfair competition. On motion for an 
injunction. Motion denied. 


Seasongood & Eager, of New York City (Clifford Seasongood, 
of New York City, of counsel), for plaintiff. 

Cornell, Lockwood & Jeffery, of New York City (John Lock- 
wood, of New York City, of counsel), for defendant. 


Leuman, J. The plaintiff has for many years manufactured 
and sold a compass and divider which was protected by letters- 
patent which have now expired. The defendant is now importing 
and selling a compass and divider which contains all the essential 
features of the compass and divider manufactured by the plaintiff, 


but also many non-essential features, so that, in spite of some minor 


differences, the appearance of the two articles is noticeably similar, 


and a casual, and perhaps even a careful, purchaser might not notice 
the differences. The plaintiff, now seeks an injunction against the 
continued importation and sale by the defendant of an article, on 
the ground that it so closely resembles the article manufactured by 
the plaintiff as to be calculated to deceive the public. 

In the case of Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 
169, 185, 16 Sup. Ct. 1002, 1008 (41 L. Ed. 118) the court stated: 


“It is self-evident that on the expiration of a patent the monopoly 
created by it ceases to exist, and the right to make the thing formerly 
covered by the patent becomes public property. It is upon this condition 
that the patent is granted. It follows, as a matter of course, that on the 
termination of the patent there passes to the public the right to make the 
machine in the form in which it was constructed during the patent.” (Italics 
are mine.) 

This rule is so well established that no further argument or 
citation should be necessary to show that the defendant is entirely 
within his rights in selling the same article in the same form as the 
plaintiff has previously manufactured, subject, however, to one 
limitation laid down in the same case, viz., that he may not deceive 
the public into the belief that the article which he sells is manu- 


factured by the same party which has previously had the sole right 
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of manufacture and sale. In other words, the defendant has the 
right to sell the very same article manufactured and sold by the 
plaintiff, and therefore he has the right to tell the public in effect 
that it is the same article, but he has no right to tell the public in 
effect that it is not only the same article, but is derived from the 
same source. 

There are a number of cases where the courts have held that 
the use of similar containers, or the inclusion in an article of orna- 
mental, fanciful, or non-essential features previously used in con- 
nection with a patented article, are sufficient to induce a mistaken 
belief in the public that the source of the article is the same, and 
constitutes unfair competition with the original manufacturer, and 
it is claimed that under the authority of these cases the defendant 
herein may be enjoined. It seems to me, however, that the present 
case is clearly differentiated from the cases on which the plaintiff 
relies. The plaintiff's article has been sold in containers showing 


the manufacturer, and the manufacturer’s name is pressed on the 


article, and there is nothing else about the article which in any way 


suggests a trade-mark or source of origin. The defendant’s article 
is sold without container or name of manufacturer. There is 
nothing in the moving papers herein to suggest that the plaintiff's 
articles has been sold “‘in any part because of its source as distinct 
from its utility or neat appearance,” and in the case of Crescent Tool 
Co. v. Kilborn & Bishop Co., 247 Fed. 299, 159 C. C. A. 393 [8 T. 
M. Rep. 177], this fact alone was held sufficient to justify the re- 
fusal of an injunction, and further in this case there is nothing in 
the use of the non-essential or ornamental features which suggests 
to the public that the article is manufactured by the plaintiff. Un- 
doubtedly the defendant is seeking to obtain the benefit of the de- 
mand by the public for the patented article, and he has a right to 
obtain this benefit by filling the demand through the sale of the same 
article, even though the demand has been created by the plaintiff. 
The skill and ingenuity of the plaintiff in designing an article of 
utility and neat appearance, pleasing to the public taste, gives them 
no superior right to the article designed by them after the expira- 


tion of their letters-patent. They have the right only to enjoin a 
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misrepresentation, express or implied, as to the source of the article, 
and I can find nothing in the present case to justify a finding that 
the non-essential features of the article copied by the defendant are 
intended to indicate or do indicate to the public that the article sold 
by the defendant is manufactured by the plaintiff. 

In view of this determination, it seems unnecessary to consider 
the other contentions raised by the defendant. Motion denied, with 
$10 costs. 

Ordered accordingly. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Petition 


Rosertson, C.: Petition to strike from the record papers 
filed by the Art Metal Construction Company, after final hearing 
and pending the decision of the Examiner of Interference, viz.: 
An amendment describing the goods as a “Periodical published 
monthly as a house organ,” instead of a “Magazine or Periodical 
issued monthly,” and a brief in favor of the amendment. 

The proposed amendment was discussed at final hearing. It 
is claimed that a house organ pure and simple is not the same 
description of goods as a periodical for general circulation. It is 
common in inter-party proceedings to let the parties limit the 


description of goods, in order to remove conflict. All rights should 


be adjudicated now and it is more simple to file the amendment now 
than after the case is returned to the Examiner. 

Case remanded to the Examiner to set down for a hearing on 
the question whether the amendment is in accordance with the evi- 
dence and if so to determine the opposition on its merits. Petition 


denied." 


* Textile Publishing Company v. Art Metal Cons. Co., 1389 Ms. Dec. 329, 
Dec. 9, 1921. 
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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


his publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
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